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DETAILED ACTION 

Applicant's arguments see pages 1-5, filed 03/23/2009, with respect to claims 1- 
39 have been fully considered and are persuasive. The final rejection of 01/22/2009 
has been withdrawn. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-21, 26-31, and 37 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. 

Claims 1 -20, 27-31 , 37 do not falling within one of the four statutory categories of 
invention. While the claims recite a series of steps or acts to be performed, a statutory 
"process" under 35 U.S.C. 101 must (1) be tied to particular machine, or (2) transform 
underlying subject matter (such as an article or material) to a different state or thing. 
See page 10 of In Re Bilski 88 USPQ2d 1385. The instant claims are neither positively 
tied to a particular machine that accomplishes the claimed method steps nor transform 
underlying subject matter, and therefore do not qualify as a statutory process. The 
method including steps of defining a three dimensional closed cutting surface passing 
through a line between the gingiva and a crown of a tooth is broad enough that the 
claim could be completely performed mentally, verbally or without a machine nor is any 
transformation apparent. 
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Claim 21 recites, "A system for separating gingiva from a tooth to separate the 

gingiva from the tooth". The claimed apparatus direct to software modules (Absence of 
an explicit and deliberate definition in the specification that the modules must be 
implemented in hardware or a combination of hardware/software) which do not show 
the physical transformation. Therefore, the claimed "system/apparatus" is among to 
computer programs, a type of functional descriptive material, per se. As such, the 
claimed system must include the hardware necessary to realize any of the functionality 
of the claimed modules and produce a useful, concrete and tangible result. Absent 
recitation of such hardware as part of the claimed system, it is considered non-statutory. 



Claim Rejections - 35 (JSC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 21 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Regarding claim 21, the claim element "means for defining..." is a means (or 
step) plus function limitation that invokes 35 U.S.C. 112, sixth paragraph. However, 
the written description fails to disclose the corresponding structure, material, or acts for 
the claimed function. 
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Applicant is required to: 

(a) Amend the claim so that the claim limitation will no longer be a means (or 
step) plus function limitation under 35 U.S.C. 112, sixth paragraph; or 

(b) Amend the written description of the specification such that it expressly 
recites what structure, material, or acts perform the claimed function without introducing 
any new matter (35 U.S.C. 132(a)). 

If applicant is of the opinion that the written description of the specification 
already implicitly or inherently discloses the corresponding structure, material, or acts so 
that one of ordinary skill in the art would recognize what structure, material, or acts 
perform the claimed function, applicant is required to clarify the record by either: 

(a) Amending the written description of the specification such that it expressly 
recites the corresponding structure, material, or acts for performing the claimed function 
and clearly links or associates the structure, material, or acts to the claimed function, 
without introducing any new matter (35 U.S.C. 132(a)); or 

(b) Stating on the record what the corresponding structure, material, or acts, 
which are implicitly or inherently set forth in the written description of the specification, 
perform the claimed function. For more information, see 37 CFR 1 .75(d) and MPEP §§ 
608.01(0) and 2181. 

Allowable Subject Matter 

Claims 22-25, 38-39 are allowed. The following is an examiner's statement of 
reasons for allowance: Prior art fails to teach or fairly suggest a computer program, 
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residing on a tangible storage medium, for use in separating gingiva from a computer 
model of a tooth, the program comprising executable instructions operable to cause a 
computer to define a three dimensional closed cutting surface passing through a line 
between the gingiva and a crown of the tooth, wherein the closed cutting surface 
comprises a crown portion surrounding the crown of the tooth and a root portion 
approximating the shape of a root of the tooth, and wherein the crown portion of the 
closed cutting surface comprises a volume greater than the volume of the crown of the 
tooth; and apply the cutting surface to the tooth to separate the gingiva from the tooth in 
a single cut. 

Any comments considered necessary by applicant must be submitted no later 
than the payment of the issue fee and, to avoid processing delays, should preferably 
accompany the issue fee. Such submissions should be clearly labeled "Comments on 
Statement of Reasons for Allowance." 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to YOGESH PATEL whose telephone number is (571)270- 
3646. The examiner can normally be reached on 8:00 to 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cris Rodriguez can be reached on 571-272-4964. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/YOGESH PATEL/ 
Examiner, Art Unit 3732 



/Ralph A. Lewis/ 

Primary Examiner, Art Unit 3732 



